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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

HcationNo.: 10/614,550 
Filing Date: July 7, 2003 

Applicant: Robert G. Metzger 

Group Art Unit: 3738 
Examiner: Christopher D. Prone 

Title: ELONGATED FEMORAL COMPONENT 

Attorney Docket: 5490-000209/CPA 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
REMARKS/ARGUMENTS INCLUDED WITH A PRE-APPEAL BRIEF REQUEST FOR REVIEW 
Applicants respectfully submit that there are clear errors in the rejection set forth in the Office 
Action mailed June 13, 2006. Specifically, the cited art fails to disclose each and every feature of the 
claims. As a result, the Office Action fails to set forth a prima facie rejection of the pending claims. 
Therefore, this Pre-Appeal Brief Request For Review is necessary and proper. 

The Pending Claims 

All pending claims stand rejected under 35 U.S.C. § 102(b) in light of Pottenger et al. (U.S. Patent 
No. 6,039,764). Independent Claims 1, 10, 18, and 24 each recite, in part, "a knee joint prosthesis 
system." This system comprises "a first femoral component" and a "second femoral component" each 
having different maximum medial to lateral dimensions. The first and second femoral components, as 
defined by the independent claims and disclosed in the specification, are two separate and distinct femoral 
components. The Final Office Action's citation to Pottenger et al, which discloses a single femoral 
component having two different condyle regions, as anticipating the claimed "first femoral component" 
and "second femoral component" is clear error . 

Remarks and Arguments 

The Final Office Action, mailed June 13, 2006, rejected all of the pending claims under Section 

102 based on Pottenger et al. The Final Office Action based its rejection on the following: 

Pottenger discloses the invention substantially as claimed being modular knee joint system 
comprising first and second femoral components (214) and (216) . . . . 
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6-13-06 Office Action at 2. The relevant portion of Figure 33 from Pottenger et al. that the 6-13-06 
Office Action is referring to is provided below. 

200 202 




Thus, the Final Office Action asserts that the elements at reference numerals 214 and 216 of the Pottenger 
et al. reference, which are different portions of a condyle portion of a single femoral component, 
anticipate the claimed system comprising a "first femoral component" and a "second femoral 
component." 

The Final Office Action, for the first time and contrary to the 12-27-05 Non-Final Office Action, 
asserts that the claimed "first femoral component" and the "second femoral component" are anticipated by 
two different portions of a single femoral component. This is clear error. 

The claimed "first femoral component" and "second femoral component" refer to two separate and 
distinct femoral components, one of which can be selected by a surgeon for implantation in a patient. The 
claimed "first femoral component" and "second femoral component" are not two areas of a single femoral 
component as disclosed by Pottenger et al. 

12-27-05 Non-Final Office Action 

In the 12-27-05 Non-Final Office Action the Examiner acknowledged that the claimed "first 
femoral component" and the "second femoral component" indeed refer to two separate and distinct 
femoral components. In the Non-Final Action the Examiner rejected the pending claims under Section 
103 in light of Colleran et al. (U.S. Patent No. 5,776,201). The Non-Final Action based its rejection on 
the following: 

Colleran discloses the invention substantially as claimed being modular knee joint system 
comprising first and second femoral components (10a) and (lOf) . . . . 
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12-27-05 Office Action at 2 (emphasis added). The relevant portion of Figure 4 of Colleran et al. that the 
Office Action is referring to is provided below. 




Thus, the 12-27-05 Office Action acknowledged that the claimed "first femoral component" and "second 
femoral component" are separate and distinct femoral components by comparing the two claimed femoral 
components to the components illustrated in Colleran at 10a and lOf. Therefore, the Non-Final Office 
Action also shows that the Examiner considered the "first femoral component" and the "second femoral 
component" to be separate and distinct when searching the invention. 

The Specification 

The specification supports no other conclusion than that the claimed system comprising a "first 
femoral component" and a "second femoral component" are separate and distinct femoral components. 
For example, paragraph [0043] recites that each femoral component includes "a first condylar portion 38 
and a second condylar portion 40 that provides a first femoral bearing surface 42 and a second femoral 
bearing surface 44, respectively." These are features of a typical femoral component operable to be 
implanted in a patient. 

Further, paragraph [0066] recites, with reference to Figures 10 and 11 for exemplary purposes 
only, "The present invention gives a surgeon the ability to choose a femoral component for a knee joint 
prosthesis from a variety of different femoral components, such as the CR femoral 32a and 32b, that have 
a varying M/L dimension and a constant anterior/posterior dimension allowing constant femoral 
engagement." 

As set forth in the specification and as illustrated in the figures, the first femoral component and 
the second femoral component are two separate components, one of which can be selected by a surgeon 
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for implantation. Therefore, the Final Office Action's rejection of the claims based on the single femoral 
component of the Pottenger reference is clear error. 

The Dependent Claims 

The fact that the first and second femoral components are two distinct femoral components that 
can be selected by a physician for implantation in a patient is also set forth in the dependent claims which, 
through the doctrine of claim differentiation, farther define the independent claims. 

For example, dependent Claim 6, recites, "wherein said first femoral component is a first cruciate 
femoral component and said second femoral component is a second posterior stabilized (PS) femoral 
component." Claim 7 recites, "wherein said first femoral component is a first cruciate femoral component 
and said second femoral component is a second fully constrained femoral component." 

As set forth in the specification, cruciate femoral components, posterior stabilized (PS) femoral 
components, and fully constrained femoral components are each separate and distinct types of femoral 
components that accommodate the needs of different patients. For example, a fully constrained femoral 
component is used when a patient has severe soft tissue damage or loss and a posterior stabilized (PS) 
femoral component is used when the patient has an intermediate level of soft tissue damage, as is known 
in the art. If both the first femoral component and the second femoral component is a single femoral 
component, as the Examiner asserts, then the single femoral component would also have to be both a fully 
constrained femoral component and a PS femoral component, which is not possible as is known in the art. 

A single femoral component cannot be more than one of a cruciate femoral component and a PS 
femoral component, or a fully constrained femoral component. Paragraphs 39, 43, 53, and 57 and Figure 
2 describe and illustrate some of the differences between these different femoral components. Even if 
these different femoral components are interpreted broadly, as the June 13, 2006 Office Action indicates, 
a single femoral component again cannot be both a cruciate femoral component and a posterior stabilized 
femoral component or a fully constrained femoral component. 
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Dependent Claims 3 and 13 recite "a tibial component." Use of the term "component" in Claims 3 
and 13 again refers to a separate and distinct component from the first and second femoral components of 
the independent claims. The Final Office Action acknowledges this fact by comparing the claimed tibial 
component to the separate tibial component at reference numeral 230 of Pottenger et al. Thus, the Office 
Action's interpretation of "component" with respect to the independent claims is inconsistent with the 
interpretation of the dependent claims reciting a "tibial component." 



As set forth above, Applicants respectfully submit that the rejection based on the Pottenger et al. 
reference is clear error. The specification, claims, knowledge of one skilled in the art, and Applicants' 
remarks made herein and throughout prosecution, indicate that the claimed "system" comprising a "first 
femoral component" and "second femoral component" are two separate femoral components. The 
claimed "first femoral component" and "second femoral component" cannot be different regions of the 
same femoral component, as the Final Office Action asserts. The 12-27-05 Office Action even confirms 
this fact by comparing the claimed "first femoral component" to a separate first femoral component lOf of 
Colleran and the claimed "second femoral component" to a separate second femoral component 10a. 

The cited art fails to disclose or suggest a "first femoral component" and a "second femoral 
component" having different maximum medial to lateral dimensions, as set forth in independent Claims 1, 
10, 18, and 24. Therefore, the Final Office Action fails to set forth a prima facie case under Section 102. 
In light of this clear error and failure to set forth a prima facie rejection, Applicants respectfully request 
that the Section 102 rejection based on Pottenger et al. be withdrawn. 



Conclusion 



Respectfully submitted, 





Richard Warner 38,043 



Harness, Dickey & Pierce, P.L.C. 
P.O. Box 828 

Bloomfield Hills, Michigan 48303 
(248) 641-1600 



